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1 . This action is responsive to the amendment and remarks filed on July 22, 2005. 

2. Applicant's arguments, see page 6, paragraphs 1 and 2, filed 07/22/2005, with respect to 
the rejection(s) of claim(s) 1-3, 5, 8 and 13-14 under 35 U.S. C. 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of newly found prior art 
reference. 

3. Claims 1-3 and 5-22 are presented for examination. 

4. The text of those sections of Title 35, U.S. code not included in this office action can be 
found in a prior office action. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-3, 5, 8 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones, III et al, U.S. Patent 6,925,441 (hereinafter Jones) in view of Katz et al, U.S. Patent 
6,055,513 (hereinafter Katz). 
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7. Katz was cited in the last office action. 

8. As per claim 1, Jones taught the invention substantially as claimed comprising: 

one or more subscriber servers for collecting information identifying a user and 
providing a first data set of user information (col. 9, lines 45-47; col. 13, lines 20- 
25); 
and 

a processor (i.e. inherently comprised) in operative communication with the one 
or more subscriber servers and receiving said first data set from the one or more 
subscriber servers and a second data set with demographic data (col. 9, lines 49- 
55; col. 13, lines 31-36), 

said processor including a rule processor receiving said first data set and said 
second data set and applying said first and second data sets to one or more rules to 
determme a score predicting behavior relating to said collected information 
identifying said user (col. 13, line 62-col. 14, line 16; col. 15, lines 37-45). 

9. Jones did not teach said second data set is provided by one or more demographic 
database. Katz taught a similar system comprising: 

a processor in operative communication with one or more demographic databases and 
receiving a second data set from the one or more demographic databases (fig. 2; col. 18, 
line 40-col. 19, line 15; col. 23, line 6-19); and 
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one or more demographic databases having third party information relating to targeted 
market segments and providing a second data set of said third party information relating 
to targeted market segments (col. 8, lines 63-col. 9, lines 2; col. 9, line 65-col. 10, line 19; 
col. 18, line 40-coL 19, line 15; col. 23, lines 6-19), 

10. It would have been obvious to one of ordinary skill in the art at the time the invention 
v^as made to combine the teachings of Jones and Katz because Katz's system of receiving a 
second data set from one of more demographic databases would increase the efficiency of 
Jones's system by allowing third party database (e.g. demographic database) to provide 
responsive, effective information to system for marketing determination (col. 10, lines 15-19). 

11. As per claim 14, Jones taught the invention substantially as claimed comprising the steps 
of: 

receiving from one or more subscriber servers user-identifying indicia and 
providing a first data set of user information (col. 9, lines 45-47; col. 13, lines 20- 
25); and 

applying said first data sets and a second data set with demographic data to one or 
more rules to determine a score predicting behavior relating to the user- 
identifying indicia (col. 13, line 62-col. 14, line 16; col. 15, lines 37-45). 

12. Although, Jones taught the score attributable to particular consumer rates the likelihood 
of that particular consumer responding to an offer of goods and services from merchants (col. 3, 
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lines 51-55), however, Jones did not teach communicating the score with subscriber servers. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
include communicating the predictive score to one or more subscriber servers because by doing 
so it would increase the efficiency of Jones's system by allowing subscriber servers to target 
consumers with predictive scores that indicate the target consumers have a high likelihood to 
respond to an offer. 

13 . Jones did not teach said second data set is provided by one or more demographic 
database. Katz taught a similar system comprising: 

generating from the user-identifying indicia a key which corresponds to values 
indexed by one or more demographic databases having third party information 
(col. 9, lines 47-57; col. 22, lines 51-67); 

communicating the key to the one or more demographic databases (coL 9, lines 
47-57; col 22, lines 51-67); and 

receiving from the one or more demographic databases demographic information 
relating to the user-identifying indicia and providing a second data set (col. 8, 
lines 63-col. 9, lines 2; col. 9, line 65-col. 10, line 19; col. 18, line 40-col. 19, line 
15; col. 23, lines 6-19). 

14. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones and Katz because Katz's system of receiving a 
second data set from one of more demographic databases would increase the efficiency of 
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Jones's system by allowing third party database to provide responsive, effective information to 
system for marketing determination (col. 10, lines 15-19). 

15. As per claim 2, Jones and Katz taught the invention substantially as claimed in claim 1 
above. Katz further taught wherein the processor receives the first data set of user information 
from one of the subscriber servers and generates a unique key corresponding to the collected 
information identifying a user (col. 9, lines 47-57; col. 22, lines 51-67). 

16. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones and Katz because Katz's system of generates a 
unique key corresponding to the collected information identifying a user would increase the 
security of Jones's system by preventing confidential information identifying a user to be easily 
accessed by identity thief 

17. As per claim 3, Jones and Katz taught the invention substantially as claimed in claim 2 
above. Jones fiirther taught wherein the one or more subscriber servers communicate to the 
processor said first data set of user information about the user based on information identifying 
the user (col. 9, lines 45-47; col. 13, lines 20-25). 



18. As per claim 5, Jones and Katz taught the invention substantially as claimed in claim 1 
above. Although, Jones taught the score attributable to particular consumer rates the likelihood 
of that particular consumer responding to an offer of goods and services from merchants (col. 3, 
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lines 51-55), however, Jones did not teach communicating the score with subscriber servers. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
include communicating the predictive score to one or more subscriber servers because by doing 
so it would increase the efficiency of Jones's system by allowing subscriber servers to target 
consumers with predictive scores that indicate the target consumers have a high likeUhood to 
respond to an offer. 

19. As per claim 8, Jones and Katz taught the invention substantially as claimed in claim 2 
above. Katz further taught wherein the unique key corresponds to values indexed by the one or 
more demographic databases (col 9, line 47-col. 10, line 7). 

20. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones and Katz because Katz's system of the unique key 
corresponding to values indexed by the one or more demographic databases would increase the 
security of Jones's system by preventing confidential information identifying a user to be easily 
accessed by identity thief 

21. Claims 6-7 and 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones and Katz in view of Lazarus et al, U.S. Patent 6,134,532 (hereinafter Lazarus). 



22. 



Lazarus was cited in the last office action. 
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23. As per claims 6 and 7, Jones and Katz taught the invention substantially as claimed in 
claim 5 above. Jones and Katz did not specifically teach using the score for selectively 
marketing products and service. Lazarus taught wherein the one or more subscriber servers use 
the score communicated by the processor to selectively market products and services to the user 
(col. 22, lines 45-64). 

24. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones, Katz and Lazarus because Lazarus' s method of 
using the score for selectively marketing products and service would increase the effectiveness 
of Jones's and Katz's system by allowing targeted information such as advertisement to 
presented based on a behavior basis to increase the customer response (col. 1, lines 11-13; col. 7, 
lines 22-27). 

25. As per claims 17 and 19, Jones and Katz taught the invention substantially as claimed in 
claims 1 and 14 above. Jones and Katz did not specifically the score indicating a higher 
likelihood that the user will make a purchase. Lazarus taught determining a score to select an 
advertisement based on the user's propensity to make a purchase (col. 19, lines 9-15; col. 22, 
lines 52-57; col. 25, lines 8-15). 

26. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones, Katz and Lazarus because Lazarus's method of 
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using the score for indicating a likelihood that the user will make a purchase would increase the 
alertness of the seller by allowing product and service to be targeted to potential user based on 
the score. 

27. As per claim 18 and 20, Jones and Katz taught the invention substantially as claimed in 
claims 1 and 14 above. Jones and Katz did not teach using a neural network. Lazarus taught 
wherein the score is determined using a neural network (col. 20, lines 43-45). 

28. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones, Katz and Lazarus because Lazarus 's method of 
determining a score using a neural network would increase the flexibility of Jones's and Katz's 
systems by allowing score to be determined using other types of method as a design choice of the 
user. 

29. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jones and 
Katz in view of Gerace, U.S. Patent 5,848,396 (hereinafter Gerace). 

30. Gerace was cited in the last office action. 

31. As per claims 1 5 and 16, Jones and Katz taught the invention substantially as claimed in 
claim 14 above. Jones and Katz did not specifically detail type of applications based on the 
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score. Gerace taught the step of the subscriber server determining whether or not to offer a user a 
product based on the score (abstract; col. 2, Unes 46-53). 

32. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Jones, Katz and Gerace because Gerace's 
system of determining whether or not to offer a user a product based on the score would increase 
the likelihood of selling a product in Jones's and Katz's systems by targeting users with score 
indicating a tendency to purchase similar product. 

33. Claims 9-13 and 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones and Katz in view of "Official Notice". 

34. As per claims 9-12, Jones and Katz taught the invention substantially as claimed in 
claims 2 and 8 above. Although, Katz taught wherein the unique key comprises Social Security 
Number (col. 9, lines 22-57; col 22, lines 57-67), however, Jones and Katz did not specifically 
detailing other type of unique keys. "Official Notice" is taken for the concept of other type of 
unique keys is known and accepted in the art. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to include other type of unique keys because 
by doing so it would increase the flexibility of the user by using different type of keys as a 
design choice. 
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35. As per claim 13, Jones and Katz taught the invention substantially as claimed in claim 1 
above. Although, Jones and Katz taught wherein 

the one or more demographic databases are coupled to the Internet (see Katz, col. 19, 
lines 41-49; col. 17, lines 4-7); and 

the offer is made through the Internet (see Jones, col. 16, lines 21-25), however, Jones 
and Katz did not specifically detailing the subscriber servers and the processor are coupled to the 
Internet. "Official Notice" is taken for the concept of subscriber servers and processor coupling 
to the Internet is known and accepted in the art. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to include subscriber servers and processor 
coupled to the Internet because by doing so would increase the field of use in their invention. 

36. As per claims 21 and 22, Jones and Katz taught the invention substantially as claim in 
claims 1 and 14 above. Although, Jones taught third party information (col. 9, hnes 49-55), 
however, Jones and Katz did not specifically detailing other type of third party information. 
"Official Notice" is taken for the concept of including other type of third party information such 
as gender and occupation of the user is known and accepted in the art. It would have been 
obvious to one having ordinary skill in the art at the time of the invention was made to include 
the other type of third party information to increase the field of use. 

37. Applicant's arguments with respect to claims 1-3 and 5-22, filed 7/22/05, have been fully 
considered and are persuasive. However, claims 1-3 and 5-22 are moot in view of new ground 
of rejection. 
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CONCLUSION 



38, A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. Any inquiry concerning this communication or 
earUer communications from the examiner should be directed to Philip C Lee whose telephone 
number is (571)272-3967. The examiner can normally be reached on M-F 8-5. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, John FoUansbee 
can be reached on (571)272-3964. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. Information regarding the status of an 
appUcation may be obtained from the Patent Application Information Retrieval (PAIR) system. 
Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished appUcations is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 



